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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 2/1 1/09 
has been entered. 

Response to Arguments 

Applicant's arguments filed 2/1 1/09 have been fully considered but they are not 
persuasive. In the first section of applicants' remarks applicants continue to argue the 
restriction requirements that have been made Final . In brief clarification, the restriction 
requirement in the Non-Final office Action dated 5/19/06 was in response to claims filed 
10/6/03. The restriction requirements filed later in prosecution were in response to the 
more than 40 newly added claims filed in the response dated 5/9/07 which introduced 
claims drawn to various species disclosed in the specification but not previously claimed 
which requires a burdensome search to search all of the various species in the claims 
and therefore in response to applicants' amendment the species restriction 
requirement was made. And as was already stated in the Final Office action dated 
8/1 1/08, applicants did not properly traverse the species restriction requirement dated 
1 1/8/07 because the traversal did not distinctly and specifically point out the supposed 
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errors in the species restriction requirement dated 1 1/8/07. The arguments traversed a 
restriction requirement that had been withdrawn by the Examiner. Therefore the 
election is still treated as an election without traverse and the restriction requirement is 
still deemed proper and still remains Final . 

Regarding the 1 12 first paragraph rejection, applicants are asking the Examiner 
not only to read limitation from the instant specification into the instant claims, which the 
Examiner cannot do, they are also asking the Examiner to read supposed implied 
limitations into their specification. Applicants state that a "person of ordinary skill in the 
art would readily understand that poppet valve, porous member, filler, foam, or the like 
are all references to a pressure differential device." However the supposed passage 
that provides the supposed support still does not provide support, no where in said 
passage is the term "pressure differential device" used and no where does it state that 
the above listed devices are considered "pressure differential devices". There is also no 
disclosure stating that any of the above listed devices cause the pressure differential, 
the only disclosure regarding the pressure differential states that "Due to the presence 
of hydrogen gas the pressure in reactant compartment 16 is higher than the pressure in 
fuel compartment 14 and movable wall 18 is pushed by this differential pressure". 
Furthermore in the sentence before which applicants have underlined in their remarks it 
states "Membrane 32 is selected so that a certain pressure differential across the 
membrane is necessary for hydrogen gas to migrate across the membrane". Neither of 
the two passage even come close to implying that the above listed structural items 
cause the pressure differential, the above two quoted passages state that the a 
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pressure differential must be present for hydrogen gas to migrate across the membrane 
and that due to the presence of hydrogen gas this pressure differential is present. So 
as discussed in the instant specification a skilled artisan would understand that the 
hydrogen gas is under pressure which causes the pressure differential, the skilled 
artisan would not understand that a poppet valve, porous member, filler, or a foam 
cause the pressure differential. Therefore applicants are using a term that is broader 
than the scope of their instant specification and have therefore added new matter to the 
instant claims and the rejection will be maintained. 

The Examiner acknowledges the declaration under 37 CFR 1.131 which is 
therefore entered into the file wrapper. 

The remainder of applicant's arguments are directed towards the amendments to 
the claims which have been considered and will be addressed in the grounds of 
rejection below. It should also be noted that applicants are using open claim language 
and therefore more may be present in the prior art and still read on the claims such as 
multiple paths for supplying fuel to the fuel cell, and as long as one of those paths reads 
on the claimed invention the prior art rejection is proper. With regards to functional 
language applicants are directed to MPEP 21 14 for further guidance. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 76, 77, 82, 83, 92-99, 115 and 116 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The recitation of a 
"pressure differential device" is new matter. The Examiner can find no support in the 
instant specification for said device. The only disclosure that can be found is in 
paragraph [0043] regarding a pressure differential that is needed across the membrane 
but no "pressure differential device" can be found anywhere. 



Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 92-99 and 112-116 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by U.S. Patent No. 6,932,847 hereinafter Amendola. 

Regarding claims 92, 93, 1 12 and 1 14, as seen in figure 4, Amendola teaches a 
fuel supply comprising a first fuel compartment 101 , a second reactant compartment 
102 a third reaction chamber 107, and a gas permeable, liquid impermeable membrane 
401 which is part of the second reactant compartment since it is in fluid communication 
with said compartment via 109 and allows hydrogen gas to pass out the outlet 110 (see 
also column 3, line 30 - column 4, line 61 and column 9, lines 46-59 and illustration 
below) 
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Regarding claims 92, 94, 115 and 116; Amendola teaches a poppet valve (i.e. 
check valve) as part of the second reactant compartment, which is capable of causing a 
pressure differential because it will not open until a certain pressure is obtained (column 
6, lines 25-40). 

Regarding claims 95 and 96, Amendola teaches the first fuel compartment, the 
second reactant compartment and third reaction chamber are housed in an outer casing 
106 (figure 4 and illustration above). 

Regarding claim 97, Amendola teaches that the fuel container 101 has a flexible 
portion and as the volume of the second reactant chamber 102 increases the fuel 
container 101 decreases (column 3, line 59 - column 4, line 52). 

Regarding claims 98 and 112, Amendola teaches a one-directional valve (i.e. 
check valve) from the first fuel compartment 101 to the third reaction chamber 107 
(column 6, lines 41-64). 

Regarding claims 99 and 113, Amendola teaches a pump 105 to transport fuel 
from the first compartment to the third reaction chamber (figure 4 and column 6, lines 8- 
25). 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1,3, 7-9, 11, 13, 15-17, 75-78, 81-86 and 89-91 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Amendola. 
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Amendola discloses the claimed invention except for a membrane disposed on a 
wall of the second reactant compartment. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to relocate the membrane of 
Amendola so that it is disposed on a wall of the second reactant compartment, since it 
has been held that rearranging parts of an invention involves only routine skill in the art. 
In re Japikse, 86 USPQ 70. Therefore the burden is shifted to applicants to prove in the 
form of evidence that the location of the membrane of the instant invention has 
unexpected results when compared to the closest prior art (i.e. Amendola). 

Amendola as discussed above is incorporated herein. 

Regarding claim 1 1 , Amendola teaches the fuel is sodium borohydride (abstract). 

Regarding claims 13 and 15, Amendola teaches the third reaction chamber 
comprises a catalyst that can be platinum or ruthenium (column 12, lines 47-67). 

Regarding claims 16 and 17, Amendola teaches liners (i.e. containers 101 and 
102) for the first fuel compartment and the second reactant compartment (figure 1 and 
column 4, lines 1 1 et seq.). 

Claims 5, 6, 12, 87 and 88 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Amendola as applied to claims 1 and 85 above, and further in view of 
US Pre-grant Publication No. 2003/0138679 hereinafter Prased. 

Amendola does not teach that the outer housing is substantially impermeable to 
hydrogen or sodium borate as a liquid reactant. 

Prased teaches a fuel supply 100 for a fuel cell 218, comprising an outer casing 
112 impermeable to hydrogen that encases a fuel compartment 102 and an integral 
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reactant compartment 192 (i.e. gas collection area) and a reaction chamber 182 (i.e. 
catalyst housing), with a gas permeable, liquid impermeable structure (paragraphs 
[0020], [0036], [0039] and [0041]), a valve 126, a pump 118, integrally formed walls, 
wherein the fuel is sodium borohydride, and a liquid reactant is sodium borate, the 
catalyst is ruthenium (paragraphs [0025]-[0027]) and a liner is present (i.e. plastics, 
paragraph [0026]) (see also abstract, figures 1-1 1 and paragraphs [0004]-[0041]). With 
respect to claim 7, Prased teaches a gas permeable, liquid impermeable wall may be 
used to divide the interior of the external housing 178 into two regions and separate the 
inlet and outlet openings 186 and 188 from the gas outlet 194 (paragraph [0041]). 

At the time of the invention it would have been obvious to one having ordinary 
skill in the art to us a material that is impermeable to hydrogen as well as using sodium 
borate to react with the sodium borohydride in Amendola as taught by Prased in order 
to provide a fuel cartridge that will not leak hydrogen thus preventing waste of the fuel 
being generated and to provide a reactant that will more efficiently produce hydrogen 
from sodium borohydride. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Amendola in view of Applicants admitted prior art hereinafter AAPA. 

Amendola as discussed above is incorporated herein. 

Amendola does not teach that the fuel is methanol. 

AAPA teaches that methanol is a common fuel used in various fuel cell 
applications. 
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At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to include methanol as a fuel in Amendola as taught by AAPA in order to 
provide methanol as the fuel to take advantage of a well-known and readily available 
fuel used in the art. 

Allowable Subject Matter 

Claim 10 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The statement for indicating allowable subject matter can be found in the office 
action dated 9/7/06. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT HODGE whose telephone number is 
(571 )272-2097. The examiner can normally be reached on 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Robert Hodge/ 
Examiner, Art Unit 1795 

/PATRICK RYAN/ 

Supervisory Patent Examiner, Art Unit 1795 



